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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
' forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-16, 18, 20 and 22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Maxwell U.S. Patent No.6 139 738 in view of Cline et al. US 6 572 

768 in view of Mack U.S. Patent No. 7 014 766. 

Regarding claims 1 and 15, Maxwell (738) discloses a filter element (78) 

comprising: a ring of filtration media (80) circumscribing a central axis and defining a 

central cavity (82), the filtration media ring having a first and second end (fig. 2, column 

5, lines 3-8), a first circular end cap (88) having an inner surface sealingly bonded to the 

first end of the media ring (80) (column 5, lines 12-17), the first end cap (88) including 

an annular body portion defining a central opening into the central cavity (82) of the 

media (80), a sealing device (92) bounding the central opening (fig. 2, column 5, lines 

12-17) and a second circular end cap (94) sealingly bonded to the second end of the 

media ring (80) (column 5, lines 20-22), a retaining device (98) fixed to and integral with 

the second end cap (94) and projecting outwardly therefrom (column 5, lines 25-27). 

Maxwell (738) does not disclose a vent orifice in the annular body of the first end cap 

into the central cavity or an orientation device permanently fixed to and integral with the 

first end cap and projecting radially outward therefrom. Mack (766) teaches a filter 
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element including a vent orifice (36) into the central cavity in the annular body of a first 
end cap (15') spaced radially outward from a sealing device (21) intermediate the 
sealing device (21) and a media ring (4') (fig. 1). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use the vent orifice 
as taught by Mack (766) because the vent allows air trapped in the fuel is not 
discharged to the external environment nor is it conveyed toward the injection pump 
(col. 1, lines 45-56). Cline (768) teaches a filter element (14) with an orientation device 
(78) permanently fixed to and integral with a first end cap (48) and projecting radially 
outward therefrom (fig. 2 and 2a). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use the orientation device of Cline (768) 
because the device blocks rotation of the filter module relative to the housing to align 
the filter element within the housing (col. 1, lines 16-30). 

Regarding claims 2-4, Maxwell (738) further teaches the sealing device (92) 
comprises a flexible lip seal bounding the central opening of the first end cap (88) (fig. 
2); the flexible lip seal (92) being unitary with the first end cap (88) (column 5, lines 14- 
17); and the retaining device (98) is unitary with the second end cap (94) (column 5, 
lines 26-28). 

Regarding claims 5 and 6, Maxwell (738) further discloses the first end cap 
includes a sleeve outwardly bounding the peripheral edge of the first end cap (88) and 
extending from the first end cap (88) toward the second end cap (94) (fig. 2) but does 
not disclose the orientation device being unitary with the sleeve of the first end cap (88) 
and projecting radially outward therefrom. Cline (768) teaches an orientation device 
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being unitary with a sleeve of a first end cap (48) and projecting radially outward 
therefrom (fig. 2a and 3). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use the orientation device of Cline (768) because 
the device blocks rotation of the filter module relative to the housing to align the filter 
element within the housing (col. 1, lines 16-30). 

Regarding claims 7-10, Maxwell (738) further discloses the retaining device (98) 
comprises a plurality of individual elements (114) fixed to and integral with the second 
end cap (94) and projecting radially outward therefrom (column 5, lines 58-62); the 
retaining device (98) projects axially outward from the second end cap (94) (column 5, 
lines 26-28); the retaining device (98) projects radially outward from the second end cap 
(94) (column 5, lines 58-62); and the second end cap (94) includes a sleeve outwardly 
bounding the peripheral edge of the second end cap (94) and extending a short 
distance from the second end cap (94) toward the first end cap (88), the retaining 
device (98) being unitary with the sleeve of the second end cap (94) and projecting 
radially outward therefrom (column 5, lines 26-28, 58-62). 

Regarding claim 16, Maxwell (738) does not disclose an annular locating sleeve. 
Mack (766) teaches an annular locating sleeve (20) projecting outwardly from an 
annular body portion, radially outwardly spaced from a sealing device (21) (fig. 1). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use the sleeve of Mack (766) because the sleeve seals the cartridge to a 
retaining collar (9) (col. 3, lines 39-44). 
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Regarding claim 11, Maxwell (738) discloses a filter assembly (10) comprising: a 
housing (12) having a threaded open end (34) a closed end (32) and a central axis (fig. 
2, column 4, lines 30-33), a first port (16a) to direct fluid into the housing and a second 
port (18a) to direct fluid from the housing (column 4, lines 13-17), the housing including 
a cup shaped cover (14&15) with threads (35); the cover (14&15) including retaining 
means (118) internally of the cover (14&15) (fig. 4, column 5, lines 62-65), a filter 
element removeably disposed within the housing (14&15) (column 5, lines 1-3) the filter 
element including a ring of filtration media (80) circumscribing a central axis and 
defining a central cavity (82) (column 5, lines 6-8), the filter ring (80) having a first and 
second end (fig. 2), a first end cap (88) at the first end of the media ring (80) and an 
annular body portion defining a central opening of the first end cap (88) for receiving a 
cylindrical component (93) and an annular seal (92) bounding the central opening of the 
first end cap (88) (column 5, lines 12-19), a second end cap (94) at the second end of 
the media ring (80) includes retaining means (98) the retaining means of the second 
end cap (94) inter engage with the retaining means (1 1 8) of the cover (14&1 5). Maxwell 
(738) does not disclose the housing including orientation means permanently fixed to 
and integral with an internal surface of the housing and projecting outwardly therefrom, 
or a vent orifice in the first end cap into the central cavity, or an orientation means 
integral with the first end cap cooperating with the orientation means of the housing. 
Mack (766) teaches a filter element including a vent orifice (36) into the central cavity in 
the annular body of a first end cap (15*) spaced radially outward from a sealing device 
(21) (fig. 1). It would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to use the vent orifice as taught by Mack (766) because 
the vent allows air trapped in the fuel is not discharged to the external environment nor 
is it conveyed toward the injection pump (col. 1, lines 45-56). Cline (768) teaches a 
housing (30) including orientation means (72) integral with an internal surface of the 
housing and projecting outwardly therefrom (fig. 2a). Cline (768) also teaches 
orientation means (78) integral with the first end cap (48) cooperating with the 
orientation means of the housing to rotationally orient the filter element with respect to 
the housing (col. 1, lines 16-30). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use the orientation device of Cline (768) 
because the device blocks rotation of the filter module relative to the housing to align 
the filter element within the housing (col. 1, lines 16-30). The limitation of the orientation 
means remaining with the element as the element is removed is a process step and 
does not add a structural limitation beyond the previous limitation of the orientation 
means being permanently fixed to the filter end cap. 

Regarding claim 18, Maxwell (738) does not disclose an annular locating sleeve. 
Mack (766) teaches an annular locating sleeve (20) projecting outwardly from an 
annular body portion, radially outwardly spaced from a sealing device (21) and the 
housing (5) includes a corresponding annular channel located so as to receive the 
locating sleeve (20) when the filter element is located in the housing (5) (fig.'l). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use the sleeve of Mack (766) because the sleeve seals the cartridge to a 
retaining collar (9) (col. 3, lines 39-44). 
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Regarding claim 12, Maxwell (738) discloses a filter assembly (10) comprising: a 
housing (12) having a threaded open end (34) a closed end (32) and a central axis (fig. 
2, column 4, lines 30-33), a first port (16a) to direct fluid into the housing and a second 
port (1 8a) to direct fluid from the housing (column 4, lines 1 3-1 7), the housing including 
a cup shaped cover (14&15) with threads (35); the cover (14&15) including a retaining 
device (118) internally of the cover (14&15) and projecting radially outwardly therefrom 
(fig. 4, column 5, lines 62-65), a filter element removeably disposed within the housing 
(14&15) (column 5, lines 1-3) the filter element including a ring of filtration media (80) 
circumscribing a central axis and defining a central cavity (82) (column 5, lines 6-8), the 
filter ring (80) having a first and second end (fig. 2), a first end cap (88) at the first end of 
the media ring (80) and an annular body portion defining a central opening of the first 
end cap (88) for receiving a cylindrical component (93) and an annular seal (92) 
bounding the central opening of the first end cap (88) (column 5, lines 12-19), a second 
end cap (94) at the second end of the media ring (80) includes a retaining device (98) 
integral with the second end cap (94) and projecting outwardly therefrom (column 5, 
lines 58-62) the retaining device of the second end cap (94) inter engage with the 
retaining device (118) of the cover (14&15). Maxwell (738) does not disclose the 
housing (12) including an orientation device integral with an internal surface of the 
housing (12) and projecting radially inwardly therefrom, or a vent orifice in the first end 
cap (88) into the central cavity (82), or an orientation device integral with the. first end 
cap (88) projecting radially outwardly therefrom and cooperating with the orientation 
device of the housing (12). Mack (766) teaches a filter element including a vent orifice 



Application/Control Number: 1 0/669, 1 1 8 Page 8 

Art Unit: 1723 

(36) into the central cavity in the annular body of a first end cap (15') spaced radially 
outward from a sealing device (21) (fig. 1). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the vent orifice as 
taught by Mack (766) because the vent allows air trapped in the fuel is not discharged to 
the external environment nor is it conveyed toward the injection pump (col. 1 , lines 45- 
56). Cline (768) teaches a housing (30) including an orientation device (72) integral 
with an internal surface of the housing and projecting radially inward therefrom (fig. 2a), 
also an orientation device (78) integral with a first end cap (48) cooperating with the 
orientation device of the housing to rotationally orient the filter element with respect to 
the housing (fig. 2a, col. 1, lines 16-30). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use the orientation device of Cline 
(768) because the device blocks rotation of the filter module relative to the housing to 
align the filter element within the housing (col. 1 , lines 16-30). 

Regarding claim 13, Maxwell (738) further discloses the retaining device (118) on 
the cover (14&15) comprises a rib, ridge or tab (the protrusions between the grooves 
(118) are ribs) (fig. 6) and the retaining device (1 14) on the second end cap (94) 
comprises a pair of closely-spaced ribs, ridges or tabs for each retaining device on the 
cover (fig. 7). 

Regarding claim 14, Cline (768) further discloses the orientation device (78) on 
the first end cap (48) comprises a rib, ridge, or tab (fig. 2a) and the orientation device 
(72) on the housing (30) comprises a rib, ridge or tab (fig. 2a). 
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Regarding claim 20, Maxwell (738) does not disclose an annular locating sleeve. 
Mack (766) teaches an annular locating sleeve (20) projecting outwardly from an 
annular body portion, radially outwardly spaced from a sealing device (21) and the 
housing (5) includes a corresponding annular channel located so as to receive the 
locating sleeve (20) when the filter element is located in the housing (5) (fig. 1). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use the sleeve of Mack (766) because the sleeve seals the cartridge to a 
retaining collar (9) (col. 3, lines 39-44). 

Regarding claim 22, Maxwell (738) discloses a filter element comprising: a ring 
of filtration media (80) circumscribing a central axis and defining a central cavity (82) the 
filtration media ring having a first end and a second end, a first circular end cap (88) 
having an inner surface sealingly bonded to the first end of the media ring (80), the first 
end cap including an annular body portion defining a central opening into the central 
cavity of the media, sealing means (92), which performs the identical function as the lip 
seal disclosed herein in substantially the same way with substantially the same results, 
bounding the central opening for sealing against a circular collar, and a second circular 
end cap (94) sealingly bonded to the second end of the media ring, retaining means 
(98), which performs the identical function as the rib disclosed herein in substantially the 
same way with substantially the same results, fixed to and integral with the second end 
cap (94) and projecting outwardly therefrom (column 5, lines 25-27). Maxwell (738) 
does not disclose an annular locating sleeve, a vent orifice in the annular body of the 
first end cap into the central cavity or an orientation device permanently fixed to and 
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integral with the first end cap and projecting radially outward therefrom. Mack (766) 
teaches a filter element including a vent orifice (36) into the central cavity in the annular 
body of a first end cap (15') spaced radially outward from a sealing device (21) 
intermediate the sealing device (21) and a media ring (4') the vent located between the 
sealing device and a locating sleeve (20') (fig. 1). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use the vent orifice 
as taught by Mack (766) because the vent allows air trapped in the fuel is not 
discharged to the external environment nor is it conveyed toward the injection pump 
(col. 1, lines 45-56) and the locating sleeve seals the cartridge to a retaining collar (9) 
(col. 3, lines 39-44). Cline (768) teaches a filter element (14) with an orientation device 
(78) permanently fixed to and integral with a first end cap (48) and projecting radially 
outward therefrom (fig. 2 and 2a). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use the orientation device of Cline (768) 
because the device blocks rotation of the filter module relative to the housing to align 
the filter element within the housing (col. 1 , lines 1 6-30). The limitation of the orientation 
means remaining with the element as the element is removed is a process step and 
does not add a structural limitation beyond the previous limitation of the orientation 
means being permanently fixed to the filter end cap. 

Allowable Subject Matter 
2. Claims 17, 19 and 21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject 
matter: Claims 17, 19 and 21 recite the limitation of the locating sleeve including a 
notch located in radial alignment with the vent orifice. Mack 766 teaches the vent 
orifice and the locating sleeve but does not teach a notch in the sleeve. It would not 
have been obvious to one of ordinary skill in the art to put a notch in the locating sleeve 
radially aligned with the vent orifice as taught by Mack and is therefore allowable 
subject. 

Conclusion 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Kurtz whose telephone number is 571-272- 
821 1 . The examiner can normally be reached on Monday through Friday 8:00am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on 571-272-1151. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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